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PATENT 
Customer No. 22,852 
Attorney Docket No. 05725.1018-00 



Group Art Unit: 1615 
Examiner: J. Venkat 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of: 
Xavier BLIN et al. 
Application No.: 10/046,568 
Filed: January 16, 2002 

Confirmation No.: 1780 

For: NAIL POLISH COMPOSITION 
COMPRISING A POLYMER 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

NOTIFICATION OF PENDING LITIGATION 

Pursuant to MPEP § 2001.06(c), Applicants bring to the attention of the Examiner 
the existence of a pending litigation. Although Applicants do not consider the 
information material to patentability of the claimed invention, in an overabundance of 
caution, Applicants inform the Examiner that L'Oreal's U.S. Patent No. 6,716,420 B2, 
which is commonly assigned to the owner of the present application and claims related 
subject matter, is the subject of a patent infringement action filed by L'Oreal S.A. and 
L'Oreal USA, Inc. against Estee Lauder Companies, Inc., Estee Lauder, Inc., and 
Origins Natural Resources, Inc. in the United States District Court for the District of New 
Jersey. L'Oreal S.A. v. Estee Lauder Companies. Inc. . Civ. No. 04-1660 (HAA) (D.N.J, 
filed Apr. 7, 2004). A copy of the complaint and answer filed in this litigation are 
attached for the Examiner's consideration. 
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Application No.: 10/046,568 
Attorney Docket No. 05725.1018-00 

Please grant any extensions of time required to enter this communication and 

charge any additional required fees to our deposit account 06-0916. 



Respectfully submitted, 

FiNNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, LLP. 

Dated: July 23, 2004 Bv: iW No. S\.ias% jj^ 

Lori-Ann Johnson 
Reg. No. 34,498 
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Kevin J. McKenna (KM 7530) 
MaraE. Zazzali (MZ 5293) 
Gibbons, Del Deo, Dolan, 
Griffinger & Vecchione 
A Professional Corporation 
One Riverfront Plaza 
Newark, NJ 07102-5496 
(973)596-4500 




Attorneys for Plaintiffs 



IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF NEW JERSEY 



L'OREAL S.A. and 
L'OREAL USA, INC., 



Plaintiffs, 



ESTEE LAUDER COMPANIES, INC., 

ESTEE LAUDER, INC., and 

ORIGINS NATURAL RESOURCES, INC., 

Defendants. 



Civil Action No.: q / £ £ Q 



JURY TRIAL 
DEMANDED 



COMPLAINT FOR PATENT INFRINGEMENT 

L'Oreal S.A. and L'Oreal USA, Inc. (collectively "Plaintiffs"), for their Complaint 
against Estee Lauder Companies, Inc., Estee Lauder. Inc., and Origins Natural Resources, Inc. 
(collectively "Defendants"), allege as follows: 

NATURE OF THE ACTION 
1. This is a civil action for patent infringement of Plaintiffs' United States Patent No. 
6,716.420 B2 ("the '420 patent") directed to methods for making and using mascaras. 
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THE PARTIES 

2. Plaintiff L'Oreal S.A. is a corporation duly organized under the laws of France, with 
its principal place of business at 14, rue Royale, 75008 Paris, France. 

3. Plaintiff L'Oreal USA, Inc. is a corporation duly organized under the laws of 
Delaware, having its corporate offices at 575 Fifth Avenue, New York, New York 10017 and 
having offices in Ridgewood and North Brunswick, New Jersey. L'Oreal USA is a wholly- 
owned subsidiary of L'Oreal S.A. and has wholly owned subsidiaries with manufacturing, 
research and development, and distribution facilities located in Clark, Franklin, Linden, 
Piscataway, Cranbury, Dayton, and North Brunswick, New Jersey. 

4. Plaintiffs are engaged in the business of researching, developing, manufacturing, and 
selling cosmetic products, including mascaras, in New Jersey and elsewhere throughout the 
United States. 

5. Upon information and belief, Defendant Estee Lauder Companies, Inc. is a Delaware 
corporation having its corporate offices and principal place of business at 767 5th Avenue, Suite 
4200, New York, New York 10153. 

6. Upon information and belief, Defendant Estee Lauder, Inc. is a Delaware corporation 
having its corporate offices and principal place of business at 767 5th Avenue, Suite 4200, New 
York, New York 10153. Upon information and belief, Estee Lauder, Inc. is a subsidiary of Estee 
Lauder Companies, Inc. 

7. Upon information and belief, Defendant Origins Natural Resources, Inc. is a 
Delaware corporation having its corporate offices and principal place of business at 767 5th 
Avenue, Suite 4200, New York, New York 10153. Upon information and belief, Origins Natural 
Resources, Inc. is a subsidiary of Estee Lauder, Inc. 
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8. Upon information and belief, Defendants are engaged in the business of selling 
cosmetic products, including infringing mascaras, in New Jersey and elsewhere throughout the 
United States. 

JURISDICTION AND VENUE 

9. This civil action for patent infringement arises under the Patent Laws of the United 

States, Title 35, United States Code. 

10. This Court has subject matter jurisdiction over this case pursuant to 28 U.S.C. §§ 
1331 and 1338(a). 

11. Upon information and belief, Defendants purposefully have conducted and continue 
to conduct business in this judicial district, have caused injury to Plaintiffs in this judicial 
district, and have committed and/or caused acts of infringement of the '420 patent in this judicial 
district. 

12. This Court has personal jurisdiction over Defendants. 

13. Venue is proper in this judicial district under 28 U.S.C. §§ 1391 and 1400(b). 

FIRST COUNT FOR PATENT INFRINGEMENT 

14. On April 6, 2004, the '420 patent, entitled "Methods of Use and of Making a Mascara 
Comprising at Least One Coloring Agent and at Least One Heteropolymer," was duly and 
legally issued to L'OrSal S.A. by the United States Patent and Trademark Office ("PTO"). A 
true and correct copy of the '420 patent is attached as Exhibit A. 

15. Mohamed G. Kanji is the sole inventor of the claims of the '420 patent. In an Office 
Action dated August 11, 2003, issued during prosecution of the '420 patent, the PTO correctly 
deleted Sue Feng as a named inventor of the '420 patent. The PTO, however, erroneously failed 
to print that correction on the face of the '420 patent and incorrectly recited Sue Feng as a co- 
inventor. 
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16. Since the issuance of the '420 patent, L'Oreal S.A. has been and still is the owner of . 
the '420 patent. L'Oreal USA is the exclusive licensee under the '420 patent. 

17. The '420 patent discloses and claims methods of making and using certain mascara 
compositions that contain various ingredients. 

18. Upon information and belief, subsequent to the issuance of the '420 patent, 
Defendants have made, used, offered to sell, sold, and/or imported mascara products in the 
United States, including mascaras marketed under the trade names "Pure Drama MagnaScopic 
Maximum Volume Mascara" and "Full Story Lush-lash Mascara" (collectively "the Accused 
Products"). 

19. Upon information and belief, the labeling of the Accused Products indicates that the 
products contain each of the ingredients specified by the claims of the '420 patent. True and 
correct copies of the ingredient labeling of representative samples of the Accused Products are 
attached as Exhibits B and C. 

20. Upon information and belief, Defendants have been and still are directly infringing at 
least one claim of the '420 patent under 35 U.S.C. § 271(a) and/or 35 U.S.C. § 271(g) by making 
the Accused Products in the United States and/or importing those products into the United States 
in violation of Plaintiffs' patent rights and will continue to do so unless enjoined by this Court. 

SECOND COUNT FOR PATENT INFRINGEMENT 

21. Plaintiffs incorporate by reference paragraphs 1-20 of this Complaint as if fully set 
forth herein. 

22. Upon information and belief, consumers and others who purchase the Accused 
Products use them in a manner that directly infringes at least one claim of the '420 patent. 

23. Upon information and belief, Defendants know or should know that their steps in 
actively advertising, marketing, packaging, offering for sale, selling, and/or distributing the 
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Accused Products cause, urge, encourage, and/or aid consumers and others to directly infringe at 
least one claim of the '420 patent. Defendants therefore have been and still are actively inducing 
infringement of the '420 patent under 35U.S.C. § 271(b) and will continue to do so unless 
enjoined by this Court. 

24. Upon information and belief, Defendants have been and still are offering for sale and 
selling within the United States, and/or importing into the United States, the Accused Products, 
which constitute a material for use in practicing the process of at least one claim of the '420 
patent. The Accused Products further constitute a material part of the invention of the '420 
patent and are not staple articles or commodities of commerce suitable for substantial 
noninfringing use. Upon information and belief, Defendants know that the Accused Products 
were especially made or especially adapted for use in an infringement of the '420 patent. 
Defendants therefore have been and still are contributorily infringing the '420 patent under 35 
U.S.C. § 271(c) and will continue to do so unless enjoined by this Court. 

DAMAGES AND OTHER HARM SUFFERED BY PLAINTIFFS 

25. Plaintiffs have been damaged in an amount not yet determined as a consequence of 
the infringing activities complained of herein and will continue to be damaged until this Court 
permanently enjoins Defendants from further infringement of the '420 patent. 

26. Plaintiffs have been irreparably harmed as a consequence of the infringing activities 
complained of herein and will continue to be irreparably harmed until this Court permanently 
enjoins Defendants from further infringement of the '420 patent. 

PRAYER FOR RELIEF 
WHEREFORE, Plaintiffs respectfully request that this Court enter a judgment: 
(1) finding Defendants liable to Plaintiffs for infringement of the '420 patent; 
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(2) permanently enjoining Defendants, their officers, agents, servants, employees, 
and attorneys, and those other persons or entities in active concert or participation with them, 
from infringing any claim of the '420 patent under 35 U.S.C § 271(a) and/or 35 U.S.C. § 271(g); 

(3) permanently enjoining Defendants, their officers, agents, servants, employees, 
and attorneys, and those other persons or entities in active concert or participation with them, 
from actively inducing infringement of any claim of the '420 patent under 35 U.S.C. § 27 1 (b); 

(4) permanently enjoining Defendants, their officers, agents, servants, employees, 
and attorneys, and those other persons or entities in active concert or participation with them, 
from contributing to infringement of any claim of the '420 patent under 35 U.S.C. § 271(c); 

(5) correcting the recitation of inventorship of the '420 patent pursuant to 35 U.S.C. 
§ 256 to name Mohamed G. Kanji as the sole inventor; 

(6) awarding Plaintiffs damages adequate to compensate them for Defendants' 
infringement of the '420 patent, together with prejudgment interest thereon; and 

(7) awarding Plaintiffs their reasonable attorney fees pursuant to 35 U.S.C. § 285, 
costs of suit, and such further and additional relief as this Court deems just and proper. 
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JURY DEMAND 



Plaintiffs demand a jury trial on all issues triable to a jury in this matter. 



Of Counsel: 
Ford F. Farabow, Jr. 
John M. Romary 
Michael J. Flibbert 

FINNEGAN, HENDERSON, FARABOW, 

GARRETT & DUNNER, LLP 
1300 1 Street, N.W., Suite 700 
Washington, DC 20005-3315 
(202) 408-4000 



Dated: Newark, New Jersey 
April 7, 2004 




Kevin J. McKenna (KM 7530) 
MaraE.Zazzali (MZ5293) 
GIBBONS, DEL DEO, DOLAN, 



GRJFFINGER & VECCHIONE 
A Professional Corporation 
One Riverfront Plaza 
Newark, NJ 07102-5496 
(973) 596-4500 
Attorneys for Plaintiffs 
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Complaints and Other Initiating Documents 

o I Oj_ £ y-nigg n-HAA-GDH L'OREAL S.A. et al v. ESTEE LAUDER COMPANIES, INC. et al 

U.S. District Court 
District of New Jersey [LIVE] 

Notice of Electronic Filing 

The following transaction was received from KEVIN J. MCKENNA entered on 4/1 3/2004 at 1 0:43 AM 
EDT and filed on 4/7/2004 

Case Name: L'OREAL S. A. et al v. ESTEE LAUDER COMPANIES, INC. et al 

Case Number: 2:04-cv-1660 
Filer: L'OREAL USA, INC. 

L'OREAL S.A. 
Document Number: 1 

?OMPLAmT against ESTEE LAUDER COMPANIES, INC., ESTEE IAUDER, DJC , ORGINS 
NATURAL RESOURCES, INC. ( Filing fee $ 150 receipt number 322571.) JURY DEMAND, filed by 
L'OREAL S.A., L'OREAL USA, INC..(dr, ) 

The following documents) are associated with this transaction: 

Document description:Main Document 
Original filename:n/a 
Electronic document Stamp: 

rSTAMP dcecfStamp_ID=l 046708974 pate=4/l 3/2004] [FileNumber=136477-0] 
T2al 362f61 0f98f8ee03al 0df299ce7 1 03ed46d561 7a70050ac8e84c8207b567a8758 
b3ddf5f508b996d95bfOdOcaca7667b7cac50762002bb674a955alb7704]] 

2:04-cv-1660 Notice will be electronically mailed to: 
KEVIN J. MCKENNA kmckenna@gibbonslaw.com, 
2:04-cv-1660 Notice will not be electronically mailed to: 



https://ecf.njd.circ3.dcn/cgi-binDispatch.pl7104882170227O51 
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Service of Process: 

7-fU-p.v-0166O-HAA.GDH L'ORFAI SA et al v. ESTEE LAUDER COMPANIES. INC. et al 



U.S. District Court 
District of New Jersey [LIVE] 

Notice of Electronic Filing 

The following transaction was received from dr, entered on 4/13/2004 at 10:45 AM EDT and filed on 
4/13/2004 

Case Name: L'OREAL S.A. et al v. ESTEE LAUDER COMPANIES, INC. et al 

Case Number: 2:04-cv-1660 

Filer: 

Document Number: 

S^om Sued as to ESTEE LAUDER COMPANIES, INC., ESTEE LAUDER, INC., ORGINS 
NATURAL RESOURCES, INCDays Due - 20. Mailed to COunsel (dr, ) 

The following documents) are associated with this transaction: 

2:04-cv-1660 Notice will be electronically mailed to: 
KEVIN J. MCKENNA kmckenna@gibbonslaw.com, 
2:04-cv-1660 Notice will not be electronically mailed to: 



' https://ecf.njd.circ3.dcn/cgi-binDispatch.pl78071 86055297852 
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CIVIL COVER SHEET 

The JS-44 civil cover sheet and ihe information contained herein neither replace nor supplement the filing and service of pleadinss or other paper 

provided bv local rules of court. This form, approved by the Judicial Conference of the United States in September 1974 is required for ihe « . rtf^ l L ^, uir . cdb > ^-wcepi a„ 

purpose of initiating the civil docket sheet. (SEE INSTRUCTIONS ON THE REVERSE OF THE FORM.) 01 U,un ,or "hi? 



! (a I PLAINTIFFS 

L'Oreal S.A. and L'Oreal USA. Inc. 



(b) COUNTY OF RESIDENT OF FIRST LISTED PLAINTIFF fanec 
{EXCEPT IN U.S. PLAINTIFF CASES) 



DEFENDANTS 

Estee Lauder Companies. Inc.. Estec Lauder, inc. and 
Origins Natural Resources, Inc. 



COUNTY OF RESIDENCE OF FIRST LISTED DEFENDANT 
(IN U.S. PLAINTIFF CASES ONLY) 



_New York W y< 
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INSTRUCTIONS FOR ATTORNEYS COMPLETING CIVIL COVER SHEET FORM JS-44 
Authority for Civil Cover Sheet 

The JS-44 cover sheet and the information contained herein neither replaces nor supplements the filings and service ot pleading or other papers as required br 
law. except as provided by local rules of court. This form, approved by the Judicial Conference of the United States in September 1 974. is required for the us"( 

• the Clerk of Court for the purpose of initiating the civil docket sheet. Consequently a civil cover sheet is submitted to the Clerk of Court for each civi 
mplaint filed. The attorney filing a case should complete the form as follows; 

I. (a) Plaintiffs - Defendants. Enter names (last, first, middle initial) of plaintiff and defendant. If the plaintiff or defendant is a government agency, use onh 
the full name or standard abbreviations. If the plaintiff or defendant is an official within government agency, identify first the agency and then the official' 
giving both name and title. 

(b) County of Residence. For each civil case filed, except U.S. plaintiff cases, enter the name of the county where the first listed plaintiff resides at the time o 
filing. In U.S. plaintiff cases, enter the name of the county in which the first listed defendant resides at the time of filing (NOTE: In land condemnation cases 
the county of residence of the "defendant" is the location of the tract of land involved.) 

(c) Attorneys. Enter firm name, address, telephone number, and attorney or record. If there are several attorneys, list then on an attachment, noting in thi: 
section "(see attachment)". 

II. Jurisdiction, The basis of jurisdiction is set forth under Rule 8(a), F.R.C.P., which requires that jurisdictions be shown in pleadings. Place an "X*' in om 
of the boxes. If there is more than one basis of jurisdiction, precedence is given in the order shown below. 

United States plainuff. (I) Jurisdiction is based on 28 U.S.C 1345 and 1348. Suits by agencies and officers of the United States are included here. 
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UNITED STATES DISTRICT COURT 
DISTRICT OF NEW JERSEY 



L'OREAL S.A. and 
L'OREAL USA, INC., 

Plaintiffs, Civil Action No>: 04-1660 (HAA) 

v. 

THE EST&E LAUDER COMPANIES INC., May 27, 2004 
ESTEE LAUDER INC., and 

ORIGINS NATURAL RESOURCES INC., JURY TRIAL DEMANDED 

Defendants. 



DEFENDANTS' ANSWER AND COUNTERCLAIMS 

Defendants, The Est6e Lauder Companies Inc., Estee Lauder Inc., and 
Origins Natural Resources Inc. (collectively "Estee Lauder"), file this Answer and 
Counterclaims in response to Plaintiffs L'Oreal S.A. and L'Oreal USA, Inc.'s 
(collectively "L'Oreal") Complaint For Patent Infringement ( 4< the Complaint"): 

ANSWER 
NATURE OF THE ACTION 

1 . Estee Lauder admits only that the Complaint purports to bring a civil 
action for patent infringement. Estee Lauder denies the remaining allegations of 
Paragraph 1 of the Complaint. 

THE PARTIES 

2. Estee Lauder is without knowledge or information sufficient to form a 
belief as to the truth of the allegations of Paragraph 2 of the Complaint and accordingly 
these allegations are denied. 
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3. Estee Lauder is without knowledge or information sufficient to form a 
belief as to the truth of the allegations of Paragraph 3 of the Complaint and accordingly 
these allegations are denied. 

4. Estee Lauder is without knowledge or information sufficient to form a 
belief as to the truth of the allegations of Paragraph 4 of the Complaint and accordingly 
these allegations are denied. 

5. Estee Lauder admits that The Estee Lauder Companies Inc. is a 
corporation organized and existing under the laws of the state of Delaware, having its 
principal executive offices at 767 Fifth Avenue, New York, New York 10153. Estee 
Lauder denies the remaining allegations of Paragraph 5 of the Complaint. 

6. Estee Lauder admits that Estee Lauder Inc. is a corporation organized and 
existing under the laws of the state of Delaware, having its principal executive offices at 
767 Fifth Avenue, New York, New York 10153, and that Estee Lauder Inc. is a 
subsidiary of The Est6e Lauder Companies Inc. Estee Lauder denies the remaining 
allegations of Paragraph 6 of the Complaint. 

7. Estee Lauder admits that Origins Natural Resources Inc. is a corporation 
organized and existing under the laws of the state of Delaware, having its principal 
executive offices at 767 Fifth Avenue, New York, New York 10153 and that Origins 
Natural Resources Inc. is a subsidiary of Estee Lauder Inc. Estee Lauder denies the 
remaining allegations of Paragraph 7 of the Complaint. 

8. Estee Lauder admits that Estee Lauder Inc. and Origins Natural Resources 
Inc. are engaged in the business of selling cosmetic products and have sold such products 



2 



in New Jersey and elsewhere in the United States. Estee Lauder denies the remaining 
allegations of Paragraph 8 of the Complaint. 

JURISDICTION AND VENUE 

9. Estee Lauder admits only that the Complaint purports to bring an action 
for patent infringement arising under the Patent Laws of the United States. Estee Lauder 
denies the remaining allegations of Paragraph 9 of the Complaint. 

10. Estee Lauder admits only that L'Oreal purports to invoke the jurisdiction 
of this Court pursuant to 28 U.S.C. §§ 1331 and 1338(a). Estee Lauder denies the 
remaining allegations of Paragraph 10 of the Complaint. 

1 1 . Estee Lauder admits only that Estee Lauder Inc. and Origins Natural 
Resources Inc. have sold cosmetic products in this judicial district. Estee Lauder denies 
the remaining allegations of Paragraph 1 1 of the Complaint. 

1 2. For purposes of this action only, Estee Lauder does not contest that this 
Court has personal jurisdiction over Estee Lauder. Estee Lauder denies the remaining 
allegations of Paragraph 12 of the Complaint. 

13. For purposes of this action only, Estee Lauder does not contest that venue 
is proper in this judicial district. Estee Lauder denies the remaining allegations of 
Paragraph 13 of the Complaint. 

FIRST COUNT FOR PATENT INFRINGEMENT 

14. Estee Lauder admits that United States Patent No. 6,716,420 B2 (the '"420 
patent") was issued on April 6, 2004, is entitled "Methods of Use and of Making a 
Mascara Comprising at Least One Coloring Agent and at Least One Heteropolymer and 
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that a copy of the '420 patent is attached to the Complaint as Exhibit A." Estee Lauder 
denies the remaining allegations of Paragraph 14 of the Complaint, and in particular that 
the '420 patent was duly and legally issued. 

15. Estee Lauder is without knowledge or information sufficient to form a 
belief as to the truth of the allegations of Paragraph 15 of the Complaint and accordingly 
these allegations are denied. 

1 6. Estee Lauder is without knowledge or information sufficient to form a 
belief as to the truth of the allegations of Paragraph 16 of the Complaint and accordingly 
these allegations are denied. 

1 7 . Estee Lauder denies the allegations of Paragraph 1 7 of the Complaint. 

1 8 . Estee Lauder admits that subsequent to April 6, 2004, the issue date of the 
'420 patent, one or more of Estee Lauder Inc's subsidiaries, divisions or affiliates has 
made, offered to sell, sold and/or imported in the United States mascaras marketed under 
the trademark "Pure Drama MagnaScopic Maximum Volume Mascara," and the 
trademark 4< Full Story™ Lush-lash Mascara." Estee Lauder denies the remaining 
allegations of Paragraph 18 of the Complaint. 

19. Estee Lauder admits that copies of ingredient labeling from samples of 
mascaras marketed under the trademarks *Ture Drama MagnaScopic Maximum Volume 
Mascara" and "Full Story™ Lush-lash Mascara" are attached to the Complaint as 
Exhibits B and C." Estee Lauder denies the remaining allegations of Paragraph 19 of 
the Complaint. 

20. Estee Lauder denies the allegations of Paragraph 20 of the Complaint. 
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SECOND COUNT FOR PATENT INFRINGEMENT 

2 1 . Estee Lauder incorporates by reference Paragraphs 1 -20 of this Answer as 
if fully set forth herein, in response to Paragraph 21 of the Complaint. 

22. Estee Lauder denies the allegations of Paragraph 22 of the Complaint. 

23. Estee Lauder denies the allegations of Paragraph 23 of the Complaint. 

24. Estee Lauder denies the allegations of Paragraph 24 of the Complaint. 

DAMAGES AND OTHER HARM 
ALLEGED TO HAVE BEEN SUFFERED BY PLAINTIFFS 

25. Estee Lauder denies the allegations of Paragraph 25 of the Complaint. 

26. Estee Lauder denies the allegations of Paragraph 26 of the Complaint. 

PLAINTIFFS' PRAYER FOR RELIEF 

Estee Lauder denies that L'Oreal is entitled to the relief requested in 
Paragraphs 1-7 of L'Oreal' s Prayer for Relief or to any other relief. 

FIRST AFFIRMATIVE DEFENSE - FAILURE TO STATE A CLAIM 
L'Oreal has failed to state a claim upon which relief can be granted. 

SECOND AFFIRMATIVE DEFENSE - PATENT INVALIDITY 

Each and every claim of the '420 patent is invalid under at least 35 U.S.C. 
§§ 101, 102, 103 and/or 112. 
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THIRD AFFIRMATIVE DEFENSE - NONINF RINGEMENT 

Estee Lauder has not infringed, contributorily infringed, or induced the 
infringement of any valid claim of the '420 patent, either literally or under the doctrine of 
equivalents. 

Estee Lauder has not willfully infringed, contributorily infringed or 
induced the infringement of any valid claim of the '420 patent, either literally or under 
the doctrine of equivalents. 

iggTT grH AFFIRMATIVE DEFENSE - PROSECUTION HISTORY ESTOPPEL 

Under the doctrine of prosecution history estoppel, L'Oreal is not entitled 
to assert a claim scope broad enough to encompass any method or product made, used, 
offered for sale, sold and/or imported by or on behalf of Estee Lauder due to the limiting 
nature of representations and amendments and surrender of subject matter made during 
prosecution of the '420 patent in order to convince the Patent Office to issue that patent. 

RIGHT TO ASSERT ADDITIONAL DEFENSES 
Estee Lauder's investigations into the allegations set forth in L'Oreal's 
Complaint are ongoing and discovery has not yet commenced. Estee Lauder expressly 
reserves the right to assert and pursue additional defenses. 

ESTEE LAUDER'S COUNTERCLAIMS 

1 . Counterclaim plaintiff The Estee Lauder Companies Inc. is a corporation 
organized and existing under the laws of the state of Delaware, having its principal 
executive offices at 767 Fifth Avenue, New York, New York 10153. 
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2. Counterclaim plaintiff Estee Lauder Inc. is a corporation organized and 
existing under the laws of the state of Delaware, having its principal executive offices at 
767 Fifth Avenue, New York, New York 10153. 

3 . Counterclaim plaintiff Origins Natural Resources Inc. is a corporation 
organized and existing under the laws of the state of Delaware, having its principal 
executive offices at 767 Fifth Avenue, New York, New York 10153. 

4. The mascara products that are the subject of the Complaint in this action 
are the result of independent research and development conducted by, or on behalf of, 
one or more of Estee Lauder Inc's subsidiaries, divisions or affiliates. These mascara 
products are covered by U.S. Patent No. 6,497,861 Bl (the "'861 patent"), entitled 
"Stable Cosmetic Emulsion with Polyamide Gelling Agent" and assigned to a subsidiary 
of Estee Lauder Inc. The '861 patent issued on December 24, 2002 and thus predates 
L'Oreal' s U.S. Patent No. 6,716,420 B2 (the "'420 patent") by more than a year. In 
addition, these mascara products are covered by U.S. and foreign patent applications 
related to the '861 patent and assigned to a subsidiary of Estee Lauder Inc. 

5. On information and belief, counterclaim defendant L'Oreal S. A. is a 
French corporation, having its principal place of business at 14, rue Royale, 75008 Paris, 
France. 

6. On information and belief, counterclaim defendant L'Oreal USA, Inc. is a 
corporation organized and existing under the laws of the state of Delaware and is a 
wholly owned subsidiary of L'Oreal S.A., having its corporate offices at 575 Fifth 
Avenue, New York, New York 10017 and additional offices located in the state of New 
Jersey. 
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7. On information and belief, L'Oreal S.A. alleges to be the owner of the 4 420 
patent, and L'Oreal U.S.A., Inc. alleges to be the exclusive licensee under the '420 
patent. 

8. These counterclaims are for declaratory judgment relief arising under 

28 U.S.C. §§ 2201 and 2202, and the patent laws of the United States, 35 U.S.C. § 101 et 
seq. 

9. Subject matter jurisdiction is proper under 28 U.S.C. §§ 1331, 1 338(a), 
and 1367. 

10. Venue in this district is proper for Estee Lauder's counterclaims under 
28 U.S.C. § 1391(b), (c)and(d). 

COUNT I 
DECLARATORY JUDGMENT OF 
NONINFRINGEMENT OF THE '42 0 PATENT 

1 1 . Counterclaim plaintiffs The Est6e Lauder Companies Inc. , Estee Lauder 
Inc., and Origins Natural Resources Inc. (collectively "Estee Lauder") incorporate by 
reference the allegations made in their Affirmative Defenses and in Paragraphs 1-10 of 
their Counterclaims above. 

12. Without prior notice, written or otherwise, counterclaim defendants 
L'Oreal S.A. and L'Oreal U.S.A., Inc. (collectively "L'Oreal") filed a Complaint against 
Estee Lauder in the United States District Court for the District of New Jersey, alleging 
that Estee Lauder has infringed, contributed to the infringement of and induced the 
infringement of the '420 patent. L'Oreal S.A. a nd L'Oreal U.S.A.. Inc. v. Estee Lauder 
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Companies Tnc- Estee Lauder Inc.. and Origin Natural Resources Inc., Civil Action 
No.: 04-1660 (HAA). 

13. An actual controversy exists between Estee Lauder and L'Oreal over the 
alleged infringement of the '420 patent. 

14. Estee Lauder has not infringed, contributorily infringed, or induced the 
infringement of any valid claim of the '420 patent, either literally or under the doctrine of 
equivalents. 

15. Estee Lauder has not willfully infringed, contributorily infringed, or 
induced the infringement of any valid claim of the '420 patent, either literally or under 
the doctrine of equivalents. 

count n 

DECLARATORY JUDGMENT OF 
INVALIDITY OF THE '420 PATENT 

1 6. Estee Lauder incorporates by reference the allegations made in its 
Affirmative Defenses and in Paragraphs 1-15 of its Counterclaims above. 

17. An actual controversy exists between Estee Lauder and L'Oreal over the 
invalidity of the '420 patent. 

18. All claims of the '420 patent are invalid in light of the failure to comply 
with one or more requirements of at least 35 U.S.C. §§ 101 , 102, 103 and/or 1 12. 
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RIGHT TO ASSERT ADDITION AL COUNTERCLAIMS 

Estee Lauder's investigations into the allegations set forth in L'Oreal's 
Complaint are ongoing and discovery has not yet commenced. Estee Lauder expressly 
reserves the right to assert and pursue additional counterclaims. 



PRAYER FOR RELIEF 

For the reasons set forth above, Estee Lauder prays for the Court's 

judgment that: 

a) the '420 patent is invalid and each claim of the '420 patent is 
invalid; 

b) Estee Lauder has not infringed, contributorily infringed, or induced 
the infringement of any claim of the '420 patent; 

c) L'Oreal's Complaint be dismissed with prejudice; 

d) L'Oreal takes nothing by reason of its claims against Estee Lauder; 

e) this case is exceptional and entitles Estee Lauder to an award of its 
costs, expenses and attorneys' fees under 35 U.S.C. § 285; and 

f) Estee Lauder be granted such other and further relief at law or 
equity as the Court may deem just and proper. 
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DEMAND FOR JURY TRIAL 



Estee Lauder demands trial by jury on all counterclaims and issues triable by jury. 

Respectfully submitted, 

Bv:s/David L. Harris 

Gregory B. Reilly (GBR 3657) 
David L Harris (DLH 3391) 
Lowenstein Sandler PC 
65 Livingston Avenue and 
6 Becker Farm Road 
Roseland, New Jersey 07068-1791 
(973) 597-2378 (Telephone) 
(973) 597-2379 (Facsimile) 
dhams@.lowensteinxom 

John E. Nathan (JN 4935) 

Catherine Nyarady (CN 1 198) 

Kripa Raman (KR 8661) 

Paul, Weiss, Rifkind, Wharton & Garrison LLP 

1285 Avenue of the Americas 

New York, New York 10019-6064 

(212) 373-3000 (Telephone) 

((212)757-3990 (Facsimile) 

Attorneys for Defendants, 
The Estee Lauder Company Inc. 
Estee Lauder Inc. and 
Origins Natural Resources Inc. 

May 27, 2004 
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